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REMARKS 

The present response amends claims 1 and 9, adds new claim 10, cancels 
claims 2 and 4 without prejudice and requests reconsideration of the rejected claims. 

The bases for amending claim 1 and adding claim 10 can be found at page 4, 
line 12, plus page 5, lines 4-6, where it is stated that the binder can be a silica sol, or 
a silica sol blended with an alkali metal silicate. The silica sol has silica particles with 
sizes equal to or smaller than 10 nm, see page 4, line 20. Further basis is present at 
page 4, lines 22-24, where it is stated that the Si0 2 /M 2 0 mole ratio of a silica sol 
binder preferably is at least 25:1. And from page 5, lines 7-11, is clear that the 
Si0 2 /M 2 0 mole ratio of a blend of a silica sol and an alkali metal silicate preferably is 
above 15:1 . Basis for the zinc component can be found in original claim 4. 

Claims 1-9 are rejected under 35 U.S.C. 102(b) as allegedly being 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as allegedly being 
obvious over van der Kolk et al. '056, Schutt '824 or '784, Tanaka et al '536 B1, 
Campbell '224, Yoshida et al. '030, Beers '864, McLeod '096,. Karchevsky et al. 
'036 B1 or '059 B1, Cuneo '039, Weldes '194, McMahon '061, Patton '746, NL 
6604385 (DuPont-abstract), JP 51073029 (Ito et al.), JP 51079125 (Ito et al.), or 
JP 51150533 (Matsui et al.). Each of these rejections is traversed, in turn, below. 

US 4.888.056 Van der Kolk 

This document relates to shop primers comprising a silicate-type binder. The 
use of a silica sol or a mixture of a silicate solution with a silica sol is not mentioned 
or suggested. Consequently, amended claims 1 and 9, new claim 10, and claims 2- 
8, which depend from claim 1 , are not anticipated by Van der Kolk '056. 

There is no suggestion or expressed expectation of success in Van der Kolk 
that would have led one to add a silica sol to the system of Van der Kolk, let alone 
the use of a silica sol having a Si0 2 /M 2 0 mole ratio of at least 15:1 or 25:1 and an 
average particle size equal to or smaller than 10 nm. Hence, the subject matter of 
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amended claims 1 and 9, new claim 10, and claims 2-8, which depend from claim 1, 
are not obvious based on Van der Kolk. 

US 4.479.824 Schutt 

This document relates to coating compositions comprising an alkali metal 
silicate based binder. A silica gel is added to a silicate solution after which the 
mixture is blended, see column 3, lines 54-66. The gel used consists of micron size 
lumps, see column 6, lines 48-50. The gel at least partially dissolves in the original 
silicate solution, see column 3, lines 54-66. 

Optionally a silica sol is added to increase the Si0 2 /M 2 0 mole ratio of said 
binder to a value of 5.5:1 to 6.5:1, see column 4, lines 48 and 49. A binder having a 
Si0 2 /M 2 0 mole ratio of at least 15:1 or 25:1 is not disclosed. The sols added to the 
silicate solution are micron-sized, see column 10, claim 5. Hence, amended claims 1 
and 9, new claim 10, and claims 2-8, which depend from claim 1, are not anticipated 
by Schutt '824. 

There is no suggestion or expressed expectation of success in Schutt that 
would have led one to add a silica sol having a Si0 2 /M 2 0 mole ratio of at least 15:1 
or 25:1 and an average particle size equal to or smaller than 10 nm. Hence, the 
subject matter of amended claims 1 and 9, new claim 10, and claims 2-8, which 
depend from claim 1, are not obvious based on Schutt '824. 

US 3,620784 Schutt 

This document relates to coating compositions comprising a potassium 
silicate-type binder. The Si0 2 /K 2 0 mole ratio of said binder preferably is in the range 
of 4.8:1 to 5.3:1, see column 1, lines 54-59. The use of a silica sol or a mixture of a 
silicate solution with a silica sol is not mentioned or suggested. Consequently, 
amended claims 1 and 9, new claim 10, and claims 2-8, which depend from claim 1, 
are not anticipated by Schutt 784. 
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There is no suggestion or expressed expectation of success in Schutt that 
would have led one to add a silica sol to the system of Schutt, let alone the use of a 
silica sol having a Si0 2 /M 2 0 mole ratio of at least 15:1 or 25:1 and an average 
particle size equal to or smaller than 10 nm. Hence, the subject matter of amended 
claims 1 and 9, new claim 10, and claims 2-8, which depend from claim 1, are not 
obvious based on Schutt 784. 

US 6.482,536 Tanaka 

This document relates to coating compositions comprising a film-forming resin 
and silica particles. The silica particles are used as a matting agent, see column 1, 
lines 54-59. Hence, the silica added is not a silica sol based binder or a binder 
comprising a mixture of a silica sol and a silicate. Rather, it is a pigment. Moreover, 
the average particle size of the silica particles added is in the range of 0.5 to 15 jam, 
i.e. 500 to 15000 nm. Hence, amended claims 1 and 9, new claim 10, and claims 2- 
8, which depend from claim 1, are not anticipated by Tanaka '536. 

There is no suggestion or expressed expectation of success in Tanaka that 
would have led one to add a silica sol to the system of Tananka, let alone the use of 
a silica sol having a Si0 2 /M 2 0 mole ratio of at least 15:1 and an average particle 
size equal to or smaller than 10 nm. Hence, the subject matter of amended claims 1 
and 9, new claim 10, and claims 2-8, which depend from claim 1, are not obvious 
based on Tanaka '536. 

US 3715,224 Campbell 

This document describes compositions comprising solutions or colloidal 
suspensions of silicate compounds with a specified Si0 2 /RO ratio and/or Si0 2 /R 2 0 
ratio. R stands for Cu, Ag, Cd, Sr, Ca, Ba, Co, Pb, Mg, Ni, Zn, or Mn, see column 3, 
lines 1 and 2. Thus, R does not stand for ammonium or an alkali metal, i.e. Li, Na, K, 
Rb, or Cs. From the document is not clear whether the colloidal suspensions are sol 
systems or polysilicates. The size of the colloids is not revealed. 
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Optionally, NH 4 OH, LiOH, KOH, NaOH and an alkali metal or ammonium 
silicate can be added to the RO silicate compounds, see column 2, lines 51-56, and 
column 3, lines 57-67. The alkali metal silicates and the ammonium silicate used in 
the examples are silicate solutions and polysilicates, not silica sols. 

Whether the ammonium or alkali metals clamp onto the RO and R 2 0 silica 
colloids is not clear. Nevertheless, Campbell does not disclose a binder comprising a 
silica sol having a Si02/M 2 0 mole ratio of at least 15:1 or at least 25:1 and an 
average particle size equal to or smaller than 10 nm. Moreover, Campbell does not 
disclose a coating composition comprising zinc powder and/or a zinc alloy. (R may 
be Zn, but that indicates that Zn ions can be present in the colloidal suspensions; 
that is not the same as zinc powder and/or a zinc alloy.) Hence, amended claims 1 
and 9, new claim 10, and claims 2-8, which depend from claim 1, are not anticipated 
by Campbell '224. 

There is no suggestion or expressed expectation of success in Campbell that 
would have led one to make a binder comprising zinc powder and/or a zinc alloy and 
a silica sol having a S^/IVbO mole ratio of at least 15:1 or 25:1 and an average 
particle size equal to or smaller than 10 nm. Hence, the subject matter of amended 
claims 1 and 9, new claim 10, and claims 2-8, which depend from claim 1, are not 
obvious based on Campbell '224. 

US 4,006,030 Yoshida 

This document relates to coating compositions comprising a silica sol or 
silicate solution. The compositions may comprise a silica sol having a particle 
diameter of less than 5 mji (milli-micron), i.e. less than 5 nm. Alternatively, the silica 
sol has particle sizes between 5 and 300 nm. The coating compositions of Yoshida 
are suitable to coat surfaces of cured inorganic substrates, particularly cement. At 
column 3, lines 62-68, it is mentioned that a pigment may be present in the coating 
composition. This document does not disclose coating compositions comprising zinc 
powder or a zinc alloy. Hence, amended claims 1 and 9, new claim 10, and claims 2- 
8, which depend from claim 1, are not anticipated by Yoshida '030. 
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There is no suggestion or expressed expectation of success in Yoshida that 
would have led one to use the composition for the coating of metal substrates. 
Hence, the subject matter of amended claims 1 and 9, new claim 10, and claims 2-8, 
which depend from claim 1, are not obvious based on Yoshida '030 for these 
reasons as well as for the reasons why the claims are not anticipated based on this 
reference. 

US 3.893.864 Beers 

This document relates to the preparation of coating compositions by 
combining a silicate solution or a colloidal silica with the proper ratio of a colloidal 
silica sol, which sol is stabilised with a fugitive cation, especially NH 4 + (NH 3 
evaporates easily). See column 3, lines 39-46. When this combination is made, an 
immediate reaction occurs, which results in a high molecular weight polysiloxane 
having a large particle size compared to silicate solutions or sols, see column 6, 
lines 4-12. The particle size of the ammonium (or ammonia, this is interchangeable 
for aqueous systems) stabilised silica sols used is not mentioned in the description, 
but in the examples Ludox AS is used, which is NH 3 stabilised and has a particle 
size of 22 nm. Beers does not disclose a binder comprising a silica sol having a 
Si0 2 /M 2 0 mole ratio of at least 15:1 or 25:1 and an average particle size equal to or 
smaller than 10 nm. Hence, amended claims 1 and 9, new claim 10, and claims 2-8, 
which depend from claim 1, are not anticipated by Beers '864. 

There is no suggestion or expressed expectation of success in Beers that 
would have led one to make a binder comprising a silica sol having a SiCVIVbO mole 
ratio of at least 15:1 or 25:1 and an average particle size equal to or smaller than 10 
nm. Hence, the subject matter of amended claims 1 and 9, new claim 10, and claims 
2-8, which depend from claim 1 , are not obvious based on Beers '864. 

US 4,086.096 McLeod 

This document relates to solvent borne coating compositions comprising a 
polyol silicate. The organic solvent present in the composition is a solvent for the 
polyol silicate, see column 3, lines 25 + 26. This document does not disclose or 
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suggest coating compositions comprising an aqueous silica sol. Consequently, 
amended claims 1 and 9, new claim 10, and claims 2-8, which depend from claim 1, 
are not anticipated by McLeod '096. 

There is no suggestion or expressed expectation of success in McLeod that 
would have led one to add a silica sol to the system of McLeod, let alone the use of 
a silica sol having a Si02/M 2 0 mole ratio of at least 15:1 or 25:1 and an average 
particle size equal to or smaller than 10 nm. Hence, the subject matter of amended 
claims 1 and 9, new claim 10, and claims 2-8, which depend from claim 1, are not 
obvious based on McLeod '096. 

US 6.337.036 B1 Karchevskv and US 6.329.059 B1 Karchevskv 

These documents relate to coating compositions comprising a quaternary 
ammonium silicate. This is a solution, not a sol. The documents do not disclose or 
suggest coating compositions comprising a silica sol. Hence, amended claims 1 and 
9, new claim 10, and claims 2-8, which depend from claim 1, are not anticipated by 
Karchevsky '036 B1 or '059 B1. 

There is no suggestion or expressed expectation of success in these 
documents that would have led one to add a silica sol to the system of McLeod, let 
alone the use of a silica sol having a Si0 2 /M 2 0 mole ratio of at least 15:1 or at least 
25:1 and an average particle size equal to or smaller than 10 nm. Hence, the subject 
matter of amended claims 1 and 9, new claim 10, and claims 2-8, which depend 
from claim 1, are not obvious based on Karchevsky '036 B1 and/or '059 B1. 

US 3,392.039 Cuneo 

This document relates to solutions, that can be used in coatings, comprising 
Si0 2 and Li 2 0 in a ratio between 1:1 and 8:1. The aim of this study is to prepare 
crystalloidal silicate solutions instead of sol comprising mixtures, see column 1, lines 
65-70, and column 2, lines 30-38. This is confirmed by lller, Chapter 2, page 148, 
paragraphs 2 and 3 (enclosed herewith). Hence, amended claims 1 and 9, new 
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claim 10, and claims 2-8, which depend from claim 1, are not anticipated by Cuneo 
'039. 

There is no suggestion or expressed expectation of success in Cuneo that 
would have led one to add a silica sol to the system of Cuneo, let alone the use of a 
silica sol having a Si0 2 /M 2 0 mole ratio of at least 15:1 or 25:1 and an average 
particle size equal to or smaller than 10 nm. Hence, the subject matter of amended 
claims 1 and 9, new claim 10, and claims 2-8, which depend from claim 1, are not 
obvious based on Cuneo '039. 

US 3.345.194 Weldes 

This document relates to coating compositions comprising a solution of 
organic ammonium silicates. The documents do not disclose or suggest coating 
compositions comprising a silica sol. Hence, amended claims 1 and 9, new claim 10, 
and claims 2-8, which depend from claim 1, are not anticipated by Weldes '194. 

There is no suggestion or expressed expectation of success in Weldes that 
would have led one to add a silica sol to the system of Weldes, let alone the use of a 
silica sol having a Si0 2 /M 2 0 mole ratio of at least 15:1 or 25:1 and an average 
particle size equal to or smaller than 10 nm. Hence, the subject matter of amended 
claims 1 and 9, new claim 10, and claims 2-8, which depend from claim 1, are not 
obvious based on Weldes '194. 

US 3.130.061 McMahon 

This document relates to coating compositions that are prepared by either 
adding alkali stabilised colloidal silica to an "aqueous colloidal lithium silicate 
solution" (column 2, lines 58-66), or by mixing an aqueous lithium hydroxide solution 
and colloidal silica sol (column 2, lines 49-57). The molecular ratio of lithium oxide to 
silica is at least 1:40 and up to 1:2.5, see column 5, lines 69-74. 

The method described by McMahon is a standard way of producing lithium 
polysilicates, see lller, Chapter 2, page 148 (enclosed herewith). McMahon states at 
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column 8, lines 15-18, that after the addition of lithium hydroxide to collodial silica sol 
the components react to form a soft gel. Reading lller, this gel must be a polysilicate. 
Hence, McMahon does not disclose a binder comprising a sol. Thus, amended 
claims 1 and 9, new claim 10, and claims 2-8, which depend from claim 1, are not 
anticipated by McMahon '061. 

At column 8, lines 28-29, McMahon states that if the lithium hydroxide content 
is too low, the collodial nature of the silica will be exaggerated. McMahon thus 
teaches away from using a sol system as a binder; he teaches to use the reaction 
product of lithium hydroxide with colloidal silica sol, i.e. a polysilicate. McMahon 
does not disclose a coating composition comprising a silica sol having a Si0 2 /M 2 0 
mole ratio of at least 15:1 or 25:1 and an average particle size equal to or smaller 
than 10 nm. Hence, the subject matter of amended claims 1 and 9, new claim 10, 
and claims 2-8, which depend from claim 1, are not obvious based on McMahon 
'061. 

US 3,180746 Patton 

This document relates to the preparation of coating compositions comprising 
a lithium-sodium silicate solution. See also lller, Chapter 2, page 148 (enclosed 
herewith). This document does not disclose or suggest coating compositions 
comprising an aqueous silica Sol. Consequently, amended claims 1 and 9, new 
claim 10, and claims 2-8, which depend from claim 1, are not anticipated or made 
obvious by Patton 746. 

NL 6604385 DuPont (abstract) 

This document relates to coating compositions comprising a lithium silica 
binder in which the bigger units act like colloidal Si0 2 . The binder has a Si0 2 /Li 2 0 
ratio between 4:1 and 25:1, preferably between 5:1 and 7:1. This document does not 
disclose or suggest coating compositions comprising a silica sol having a Si0 2 /M 2 0 
mole ratio of at least 15:1 or 25:1 and an average particle size equal to or smaller 
than 10 nm. Hence, amended claims 1 and 9, new claim 10, and claims 2-8, which 
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depend from claim 1, are not anticipated or made obvious by the abstract of NL 
6604385. 

JP 51073029 Ito (abstract) 

This document relates to coating compositions comprising a colloidal Si0 2 
dispersion having a Si0 2 /Li 2 0 ratio of 3:1 to 50:1. In the Example in the abstract, the 
commercial product Snowtex-20 is used. This product comprises silica sols having a 
particle size above 10 nm, see lller page 417 (enclosed herewith). The abstract does 
not mention or suggest compositions comprising silica or silicate particles have an 
average size equal to or smaller than 10 nm. Accordingly, amended claims 1 and 9, 
new claim 10, and claims 2-8, which depend from claim 1, are not anticipated or 
made obvious by JP 51073029 Ito (abstract). 

JP 51079125 Ito (abstract) 

This document relates to a coating composition prepared from a colloidal 
silica dispersion. The colloidal silica used in the example is Snowtex-20. This is an 
alkali stabilised sol dispersion wherein the particle size is above 10 nm. Amine is 
added to the composition such that the composition has a Si0 2 /amine ratio of 10:1 - 
1:2. The further composition comprises metals such as Cr, Mo, and W, but no alkali 
metals. The abstract does not mention or suggest compositions comprising silica or 
silicate particles have an average size equal to or smaller than 10 nm. Accordingly, 
amended claims 1 and 9, new claim 10, and claims 2-8, which depend from claim 1, 
are not anticipated or made obvious by JP 51079125 Ito (abstract) 

JP 51150533 Matsui 

This document relates to coating compositions comprising an aqueous 
solution of silicates and colloidal silica. From the abstract it seems that the Si0 2 /M 2 0 
ratio of the final composition is not higher than 5:1. Accordingly, amended claims 1 
and 9, new claim 10, and claims 2-8, which depend from claim 1, are not anticipated 
or made obvious by JP 51 150533 Matsui 



P:\Parkeri\ACO\AC02772US amendment. July 2003.doc 



12 



U.S. Serial No. 09/936,870 



Claims 8 and 9 are rejected under 35 U.S.C. 112, second paragraph, for the 
recitation "water-based". It is submitted that this recitation complies with the 
requirements of 35 U.S.C. 1 12, second paragraph. The skilled artisan understands 
what is meant by this recitation which has been used in the claims of granted U.S. 
patents, e.g., 6,506,458 (claim 8) and 6,447,620 (claims 1-3). Accordingly, while the 
suggestion for amending these claims is appreciated, it has not been adopted 
because it is not considered necessary and it is desirable to avoid unnecessary 
amendments to avoid any possible implications from FESTO. 



Respectfully submitted, 




Attorney for Applicants 
Registration No.: 36,123 

Akzo Nobel Inc. 
Intellectual Property Dept. 
7 Livingstone Avenue 
Dobbs Ferry, NY 10522-3408 
(914) 674-5466 

End: lller, Chapter 2, pages 145-150, and filer pages 416-418. 
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